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Opinion by Larkin , Administrative Trademark Judge:  

Just a Pinch Recipe Club, LLC  (òApplicantó) seeks registration on the Principal 

Register of the  standard character  mark  PINCH IT! RECIPE  BOX (RECIPE 

disclaimed)  for  òDownloadable computer application software for mobile phones, 

namely, software for enabling users to discover, access, share, bookmark, annotate, 

index, and store information about, and media content concerning, goods, services, 

experiences, recipes, cooking, and food, and to interact online with information and 

media content that other users share concerning goods, services, experiences, recipes, 

cooking, and food; Downloadable computer software for enabling users to discover, 
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access, share, bookmark, anno tate, index, and store information about, and media 

content concerning, goods, services, experiences, recipes, cooking, and food, and to 

interact online with information and media content that other users share concerning 

goods, services, experiences, recipes, cooking, and food; Downloadable computer 

application software for mobile phones and portable handheld devices, namely, 

software for enabling users to discover, access, share, bookmark, annotate, index, and 

store information about, and media content co ncerning, goods, services, experiences, 

recipes, cooking, and food, and to interact online with information and media content 

that other users share concerning goods, services, experiences, recipes, cooking, and 

food,ó in International Class 9.1 

The Tradem ark Examining Attorney has refused registration  of Applicantõs mark 

under Section 2(d) of the Trademark Act, 15 U.S.C. §  1052(d), on the ground that it 

so resembles the standard character mark THE RECIPE BOX (RECIPE disclaimed)  

registered on the Principal Register  for òComputer application software for mobile 

phones, tablet computers, and portable and handheld digital electronic devices, 

wireless communication devices, namely, software for creating, obtaining, editing, 

displaying and managing recipes, food and beverage information,ó in International 

Class 9,2 as to be likely, when used in connection with the goods identified in the 

application, to cause confusion, to cause mistake, or to deceive.  

                                            
1 Application Serial No. 88463841 was filed on J une 7, 2019 under Section 1(a) of the 

Trademark Act, 15 U.S.C.  § 1051(a), based on Applicant claim of first use of the mark at least 

as early as August 7, 2012 and first use of the mark in commerce at least as  early as June 6, 

2019. 

2 The cited Registration No. 5080405 issued on November 15, 2016.  
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When the Examining Attorney made the refusal final, Applicant appealed and 

requested reconsideration, which was denied. The appeal is fully briefed. 3 We reverse 

the refusal to register.  

I.  Record on Appeal 4 

The record on appeal includes Applicantõs specimen of use from the website of 

Appleõs App Store, a portion of whic h we depict below:  

5 

 and the following materials:  

                                            
3 Citations in this opinion to the briefs refer to TTABVUE, the Boardõs online docketing 

system. Turdin v. Tribolite, Ltd. , 109 USPQ2d 1473, 1476 n.6 (TTAB 2014). Specifically, the 

number preceding TTABVUE corresponds to the docket entry number, and any numbers 

following TTABVUE refer to the page number(s) of the docket entry where the cited materials 

appear. Applicantõs appeal brief appears at 6 TTABVUE and its reply brief appears at 9 

TTABVUE. The Examining Attorneyõs brief appears at 8 TTABVUE. 

4 Citations in this opinion to the application record, including the request for reconsideration 

and its denial, are to pages in the USPTOõs Trademark Status & Document Retrieval 

(òTSDRó) database. 

5 June 7, 2019 Specimen of Use at TSDR 1.  
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¶ USPTO electronic records of the cited registration, made of record by the 

Examining Attorney; 6 

¶ The declaration of  Applicantõs counsel Amy J. Everhart  (òEverhart Decl.ó), 

and Exhibits A -C thereto, consisting of screenshots of Internet websites and 

social media  pages on which the words òrecipe boxó are used in connection 

with physical or digital products  or services, or are otherwise displayed, 

made of record by Applicant; 7 

¶ Internet webpages displayi ng Applicantõs product offered under the PINCH 

IT! RECIPE BOX mark, made of record by the Examining Attorney; 8 and 

¶ USPTO electronic records of a third -party Application Serial No. 88765146 

to register RECIPE BOX in standard characters for òBusiness development 

services; Incubation services, namely, providing work space containing 

business equipment to freelancers, start -ups, existing businesses and non -

profits,ó made of record by the Examining Attorney.9 

II.  Analysis of Refusal  

Section 2(d) of the Trademark Act  prohibits registration of a mark that so 

resembles a registered mark as to be likely, when used on or in connection with the 

goods or services of the applicant, to cause confusion, mistake, or deception. 15 U.S.C. 

                                            
6 September 3, 2019 Office Action at TSDR 2 -4. 

7 March 3, 2020 Response to Office Action at TSDR 14 -247. We will cite the Everhart 

Declaration by paragraph number and the exhibits thereto by exhibit letter and TSDR pages  

in the Response (e.g., òEverhart Decl. Æ 2; Ex. A (TSDR 19-21)ó). 

8 March 21, 2020 Final Office Action at TSDR 2 -8. 

9 October 9, 2020 Denia l of Request for Reconsideration at TSDR 2 -3. 
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§ 1052(d). Our determination of the likel ihood of confusion under Section  2(d) is based 

on an analysis of all probative facts in the record that are relevant to the likelihood 

of confusion factors set forth in In re E.I. du Pont de Nemours & Co. , 476 F.2d 1357, 

177 USPQ 563, 567 (CCPA 1973) (òDuPontó). We consider each DuPont  factor for 

which there is evidence and argument. See, e.g., In re Guild Mortg. Co.,  912 F.3d 

1376, 129 USPQ2d 1160, 1162-63 (Fed. Cir. 2019).  

Two key DuPont  factors in every Section  2(d) case are the first two factors 

regardi ng the similarity or dissimilarity of the marks and the goods or services, 

because the òfundamental inquiry mandated by § 2(d) goes to the cumulative effect 

of differences in the essential characteristics of the goods and differences in the 

marks.ó Federated Foods, Inc. v. Fort Howard Paper Co ., 544 F.2d 1098, 192 USPQ 

24, 29 (CCPA 1976). Both Applicant and the Examining Attorney  discuss the first 

factor,  6 TTABVUE 2 -8; 8 TTABVUE 4 -6; 9 TTABVUE 2 -6, but only the Examining 

Attorney discusses the second . 8 TTABVUE 6.  Applicant also invokes the sixth 

DuPont  factor, the ònumber and nature of similar marks in use on similar goods,ó 

DuPont , 177 USPQ at 567 . 6 TTABVUE 8-16; 9 TTABVUE 6 -7. 

A.  Similarity or Dissimilarity of the Goods  

The second DuPont  factor òconsiders ô[t]he similarity or dissimilarity and nature 

of the goods or services as described in an application or registration .ó In re  Detroit 

Athletic Co. , 903 F.3d 1297, 128 USPQ2d 1047, 1051 (Fed. Cir 2018)  (quoting DuPont , 

177 USPQ at 567 ). The goods need not be identical, but òneed only be related in some 

manner and/or if the circumstances surrounding their marketing are such that they 
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could give rise to the mistaken belief that they emanate from the same source.ó Coach 

Servs., Inc. v. Trium ph Learning LLC , 668 F.3d 1356, 101 USPQ2d 1713, 172 2 (Fed. 

Cir. 2012)  (quoting 7-Eleven Inc. v. Wechsler , 83 USPQ2d 1715, 1724 (TTAB 2007)).  

Evidence of relatedness may include news articles or 

evidence from computer databases showing that the 

relevant go ods are used together or used by the same 

purchasers; advertisements showing that the relevant 

goods are advertised together or sold by the same 

manufacturer or dealer; or copies of prior use -based 

registrations of the same mark for both applicant õs goods 

and the goods listed in the cited registration.  

In re Ox Paperboard, LLC , 2020 USPQ2d 10878, *5 (TTAB 2020) (citing In re Davia , 

110 USPQ2d 1810, 1817 (TTAB 2014)).  

Applicant and the Examining Attorney  provide virtually no input  on th is key 

DuPont  factor. As noted above, Applicant d oes not address  the factor  in its briefs, 10 

thus ò[a]pparently conceding the issue,ó In re Morinaga Nyugyo K.K. , 120 USPQ2d 

1738, 1740 (TTAB 2016), and  the Examining Attorney õs entire argument on  it  is as 

follows : 

The compared goods and/or services need not be identical 

or even competitive to find a likelihood of  confusion.  . . . 

They need only be òrelated in some manner and/or if the 

circumstances surrounding their  marketing are such that 

they could give rise to the mistaken be lief that [the goods 

and/or services]  emanate from the same source.ó . . . 

Accordingly, the goods offered by the applicant and the 

registrant are related and likely to be encountered  in the 

same trade channels.  

                                            
10 Applicant states  offhandedly  in its discussion of the sixth DuPont  factor that òboth 

Registrant and Applicant offer services involving computers and/or the Internet (specifically 

software applications) ,ó 6 TTABVUE 15, but neither the application nor the cited registration 

covers services. 
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8 TTABVUE 6 ( citations and quotations  omitted ). The Examining Attorney  also did 

not make of record any  evidence of relatedness of  the sort  described in Ox 

Paperboard .11 Accordingly, we  òbegin [and end] with the identifications of goods . . . 

in the registration and application under consideration.ó Country Oven , 2019 

USPQ2d 443903 at *5.  

The goods identified in the cited registration are òComputer application software 

for mobile phones, tablet computers, and portable and handheld digital electronic 

devices, wireless communication devices, namely, sof tware for creating, obtaining, 

editing, displaying and managing recipes, food and beverage information.ó The goods 

identified in the application include òDownloadable computer application software for 

mobile phones, namely, software for enabling users to d iscover, access, share, 

bookmark, annotate, index, and store information about, and media content 

concerning, goods, services, experiences, recipes, cooking, and food, and to interact 

online with information and media content that other users share concern ing goods, 

services, experiences, recipes, cooking, and food.ó12 

                                            
11 The Examining Attorney bears the initial burden of showing  that  the goods are related . 

See In re Country Oven, Inc. , 2019 USPQ2d 443903, * 10 (TTAB 2019) (finding that third -

party registrations  covering the involved goods and services  were sufficient òto provide a 

reasonable predicate supporting the Examining Attorneyõs position on relatedness and shift 

the burden to Applicant to rebut the evidence with competent evidenc e of its own.ó) (citing In 

re Pacer Tech., 338 F.3d 1348, 67 USPQ2d 1629, 1632 (Fed. Cir. 2003)).  

12 òThe Examining Attorney need not prove, and we need not find,  similarity as to each 

product listed in the description of goods.  ô[I]t is sufficient for find ing a likelihood of confusion 

if relatedness is established for any item encompassed by the identification of goods within a 

particular class in the application. õó In re St. Julian Wine Co. , 2020 USPQ2d 10595, *3 -4 

(TTAB 2020) (quoting  In  re Aquamar, Inc. , 115 USPQ2d 1122, 1126 n.5  (TTAB 2015);  see 

also Tuxedo Monopoly, Inc. v. Gen. Mills Fun Grp. , 648 F.2d 1335, 209 USPQ 986, 988  (CCPA 

1981). 
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The goods broadly identified in the cited registration as òcomputer application 

software for mobile phones . . .  for creating, obtaining, editing, displaying and 

managing recipes . . .ó either  encompass the goods more narrowly identified in the 

application as òdownloadable computer application software for mobile phones . . . for 

enabling users to discover, access, share, bookmark, annotate, index, and store 

information about . . . recipes,ó or are intrinsically very similar  to them , because both 

sets of goods involve mobile phone application software  for managing  recipes. We find 

that the second DuPont  factor supports a finding of a likelihood of confusion.  

B.  The Number and Nature of Similar Marks in Use on Similar 

Goods  

The sixth DuPont  factor òconsiders ô[t]he number and nature of similar marks in 

use on similar goods .õó Omaha Steaks Intõl, Inc. v. Greater Omaha Packing Co., 908 

F.3d 1315, 128 USPQ2d 1686, 1693 (Fed. Cir. 2018) (quoting DuPont , 177 USPQ at 

567). This factor  potentially  impacts our analysis of the similarity or dissimilarity of 

the marks under the first  DuPont  factor because the òpurpose of introducing evidence 

of third -party use is ôto show that customers have become so conditioned by a plethora 

of such similar marks that customers have been educated to distinguish between 

different [such] marks on the bases of minute distinctions.óõ Id.  (quoting Palm Bay 

Imps. v. Veuve Cliquot Ponsardin Maison Fondee en 1772 , 396 F.3d 1369, 73 USPQ2d 

1689, 1694 (Fed. Cir. 2005) ). òThe Federal Circuit has held that evidence of the 

extensive registration and use of a term by others can be powerful evidence of the 

termõs weakness.ó Tao Licensing, LLC v. Bender Consulting Ltd. , 125 USPQ2d 1043, 

1057 (TTAB 2017) (citing  Jack Wolfskin Ausrustung Fur Draussen GmbH & Co. v. 
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Millennium Sports, S.L.U. , 797 F.3d 1363, 116 USPQ2d 1129, 1136 (Fed. Cir. 12015) 

and Juice Generation, Inc. v. GS Enters. LLC , 794 F.3d 1334, 115 USPQ2d 1671, 1674 

(Fed. Cir. 2015 )). 

Applicant argues that the òtraditional ôrecipe boxõ is a physical box in which people 

store and organize their  recipes,ó13 that ò[w]ith the advent of the digital age has come 

the digital version of the recipe box,ó and that  òthe use of the marks ôTHE RECIPE 

BOXõ and ôRECIPE BOX õ in  connection with the online recipe databases and software 

applications for the storage and  organization of recipes is very commonplace, and 

thus such marks are very weak in connection  with such goods and services. ó 6 

TTABVUE 8. Applicant claims that ò[a]n Internet search reflects a large number of 

third -party uses of the terms ôRECIPE BOXõ and ôTHE RECIPE BOXõ or marks 

containing those terms in connection with software applications, web applications, 

and websites enabling user s to find, organize and store recipes (essentially, digital or 

online recipe collections or ôrecipe boxesõ).ó Id.  at 10-11. 

The Examining Attorney does not address the third -party use evidence in her brief 

beyond stating , in her discussion of the first DuPont factor , that Applicantõs òsearch 

reflects ôthird-party useõ, not registration of the wording RECIPE BOX.ó 8 TTABVUE 

6.14 She effectively  concedes that the term  òrecipe boxó is weak  in the context of  mobile  

                                            
13 Applicant made of record webpages showing  and describing  physical recipe boxes. Everhart 

Decl. ¶  2; Ex. A (TSDR 19-46). Like a dictionary definition, t his evidence explains the 

meaning  of the term  òrecipe boxó in the brick -and-mortar world and  provides  context  for 

understanding its meaning when it is used  in the digital world.  

14 The Examining Attorney  made of record during prosecution USPTO electronic records of 

what she called òthe only registered mark containing the said wording.ó October 9, 2020 

Denial of Request for Reconsideration at TSDR 1 -3. She also argues that the òowner of a 

registration without specified l imitations enjoys a presumption of exclusive right to 
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phone application software  by arguing  that òthe Federal Circuit and the Trademark 

Trial and Appeal Board have recognized that marks deemed ôweakõ or merely 

descriptive are still entitled to protection under Section 2(d) against the registration 

by a subsequent user of a similar mark for closely related  goods.ó Id.  at 5 (citations 

omitted).  

The third -party uses of  the phrase  RECIPE BOX  in the record take various forms. 

One form is  use in connection with  mobile  software  applications  which, like 

Applicantõs, are available through the  Apple  App Store. These mobile application s 

are offered  under the marks Whiskware Recipe Box, RecipeBox Simple, Indian Recipe 

Box, and Recipe Box alone.  We depict them below:  

15 

                                            
nationwide use of the registered mark under Trademark Act Section 7(b),ó and that 

ò[t]herefore, the geographical extent of applicantõs and registrantõs activities is not relevant 

to a likelihood of conf usion determination.ó 8 TTABVUE 6 . We are mystified by this argument 

because Applicant  never discussed the ògeographical extentó of its activities or those of the 

registrant . 

15 Everhart Decl.  ¶ 4; Ex. C (TSDR 244). 
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16 

17 

                                            
16 Everhart Decl. ¶  4; Ex. C (TSDR 245). 

17 Everhart Decl. ¶  4; Ex. C (TSDR 246). 
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18 

The record also contains  third -party  uses of RECIPE BOX in connection with  other 

software applications,  including online applications,  which we depict below:  

19 

                                            
18 Everhart Decl. ¶  4; Ex. C (TSDR 247). 

19 Everhart Decl. ¶  4; Ex. C (TSDR 80).  
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20 

                                            
20 Everhart Decl. ¶  4; Ex. C (TSDR 92).  
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21 

22 

                                            
21 Everhart Decl. ¶  4; Ex. C (TSDR 96).  

22 Everhart Decl. ¶  4; Ex. C (TSDR 103).  
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The record also  reflects  more than a dozen uses of THE RECIPE BOX , and 

additional uses of  phrases containing RECIPE BOX , in connection with  Facebook 

pages on which recipes are collected and shared. 23 We depict  portions of  a few below: 

24 

25 

                                            
23 Everhart Decl. ¶  4; Ex. C (TSDR 106 -33, 142-45, 151-74, 188-94, 212-14, 226-35). 

24 Everhart Decl. ¶  4; Ex. C (TSDR 106).  

25 Everhart Decl. ¶  4; Ex. C (TSDR 108).  


